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FAQ’s
Regarding Inter Partes Review at the Patent Trial and Appeal Board

FAQ

1

WHAT IS
AN IPR?

2

HOW MANY IPRs
HAVE BEEN FILED?

Inter Partes Review (IPR) is a procedure at the U.S.

Since 2012, when the IPR procedure was introduced

Patent and Trademark Office (USPTO) for any person

as part of the America Invents Act, more than 8,000

or company (other than the patent owner) to challenge

petitions for IPR have been filed. The procedure has

the validity of a U.S. patent based on prior art limited to

become very popular, especially if a competitor has

patents or publications.

been sued for infringement of a patent. That competitor
then often has a strong incentive to file an IPR to
challenge the patent.

3

DO PATENT OWNERS NEED TO
BE CONCERNED ABOUT IPRs?

4

WHY WOULD A COMPETITOR
WANT TO FILE AN IPR?

Yes. If an IPR is filed against your patent, there is

If your company has been sued for patent infringement,

a roughly 60-65% probability that the USPTO will

it has the option to challenge the patent at the USPTO

institute an administrative trial after finding that there

by filing a detailed petition for IPR based on prior art

is a reasonable likelihood that at least one claim of the

limited to patents or publications. However, a lawsuit

patent is invalid, according to recent statistics from the

for patent infringement having been filed against your

USPTO. The administrative trial process normally takes

company is not a prerequisite to challenging a patent

about a year.

with an IPR. There are often legitimate business goals
that favor challenging invalid patents owned by a
competitor.

5

EXPERTISE

YOU CAN COUNT ON
At Carstens & Cahoon, we have the technical expertise and legal acumen to
provide innovative — yet practical — advice to help you acquire and defend
your intellectual property rights around the globe. We are a full-service
intellectual property boutique dedicated to listening and responding to each
client’s specific needs.

WHAT HAPPENS IN
AN IPR TRIAL?

The administrative trial takes place before a section of the USPTO known as the Patent Trial and Appeal Board
(PTAB). The IPR will be considered by a panel of usually three administrative patent judges (APJs). The process begins
with a three-month period for the patent owner to prepare and file an optional preliminary response, including the
opportunity to introduce expert testimony by a declaration (similar to an affidavit). Once the decision to initiate the trial
is made by an APJ, there is a period for the patent owner to seek limited paper discovery of the petitioner, depose the
petitioner’s declarants, and file a detailed response brief. The petitioner then may take limited discovery of documents
and depose the patent owner’s declarants. The petitioner then files a reply brief. The PTAB then holds an oral hearing
to listen to arguments by counsel for each side. Approximately three months later, the PTAB issues a final written
decision, which may then be appealed to the United States Court of Appeals for the Federal Circuit, and occasionally
to the U.S. Supreme Court. There is no jury.
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6

WHICH ATTORNEYS MAY
REPRESENT A PETITIONER OR
PATENT OWNER IN AN IPR AT
THE PTAB?

7

DOES AN IPR CONSIDER
“INEQUITABLE CONDUCT”,
“INDEFINITENESS”, OR “ON-SALE
BAR” DEFENSES?

The PTAB rules generally require at least one attorney

No. The IPR process is limited to consideration of prior

who is registered to practice before the USPTO be

art patents and publications. These are less factually

included as lead counsel representing a petitioner or

oriented than the above defenses, which are normally

patent owner.

raised by the alleged infringer in a federal district court
trial.

8

IS PATENT OWNERSHIP OR
INVENTORSHIP CHALLENGED?

9

WHAT ARE A
PGR AND CBM?

No. A separate proceeding at the USPTO now known

These are similar proceedings to an IPR. During the first

as a derivation proceeding is necessary to challenge

nine months after a patent issues, a petition for post

inventorship at the USPTO. The procedure was previously

grant review (PGR) may be filed based on any statutory

known as an interference proceeding and generally

grounds. A covered business method (CBM) review is an

involves at least one pending patent application. A

administrative trial to determine the validity of a specific

federal district court may also decide patent ownership

type of patent related to financial transactions.

WE’VE
GOT YOU
COVERED.

and inventorship in certain circumstances. Patent
ownership may also be the subject of a suit in state
court.

10

WHAT IS THE FILING FEE AT
THE USPTO FOR IPRs, PGRs
AND CBMs?

11

WHERE CAN I FIND
MORE RESOURCES
ABOUT IPRs?

Filing fees are substantial compared with patent

The Carstens & Cahoon, LLP website includes links to

application filing fees. However, overall costs for filing

various resources related to IPRs:

fees, legal fees and expert fees for an IPR, PGR or
CBM are generally much less than the average cost to

http://www.cclaw.com/index/ptab-trial-resources.html

defend a patent case through trial in federal district
court. Generally, the USPTO filing fee for an IPR would

The PTAB resources page is here:

start at roughly $30,000, and increase depending on
the number of claims asserted to be invalid. More

https://www.uspto.gov/patents-application-process/

information on IPR filing fees is found here:

patent-trial-and-appeal-board/trials

https://www.uspto.gov/learning-and-resources/feesand-payment/uspto-fee-schedule

**FOR ACADEMIC PURPOSES ONLY. NOT FOR PURPOSES OF LEGAL ADVICE OF ANY KIND**
Author: Theodore G. Baroody, Esq. is a patent litigation partner at Carstens and Cahoon, LLP and may be
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contacted at 972-367-2001 or at http://www.cclaw.com/our-people/attorneys/ted-baroody.html

3

THANK YOU

FOR CONSIDERING US!

Every client is unique and brings a unique set of challenges.
Your business is not the same as other businesses, meaning
that you need counsel who is willing to take the time to
learn and understand who you are and craft a solution to
your legal needs that is in the best interest of your business.
We want our clients to feel like they are special and that we
are looking after their needs as if they were our own. You
deserve no less.
Let’s start a conversation. Contact us today.

Theodore (Ted) G. Baroody, PARTNER
972.367.2001 | BAROODY@CCLAW.COM
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